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REMARKS 

Claims 1 and 5 stand rejected under 35 U.S.C. § 1 12, second paragraph. It is respectfully 
submitted that the enclosed amendment obviates the alleged indefiniteness ("address by address" 
can embody "mutually different addresses")- Accordingly, it is respectfully requested that this 
rej ection be withdrawn. 

Claims 1 and 5 stand rejected under 35 U.S>C § 103 as being unpatentable over Hartung 
et al. in view of Applicants' admitted prior art ("APA"), or over Hartung et al. in view of Katsuta 
et aL These rejections are respectfully traversed for the following reasons. 

In order to expedite issuance of the present application, the features recited in claims 2-3 
have been added into claims 1 and 5 (not new issue, so entry for purposes of appeal is 
respectfully requested) without prejudice/disclaimer to the subject matter embodied by claims 1 
and 5. 

Each of claims 1 and 5 embody the storage device being included in the ROM, wherein 
the plural redundancy check data and each of the corresponding plural confidential data are 
stored at mutually different addresses on the ROM. In direct contrast, Hartung, which the 
Examiner relied on as allegedly disclosing the aforementioned features, discloses that the 4,096 byte 
data block is stored in registers represented by the address space 21 whereas the CRC is stored in 
registers 22 (see Fig. 2 and col. 3, lines 38-55). 

According to the present invention, plural confidential data can be stored on a ROM and 
plural redundancy check data can be stored in a storage device which is included in the ROM. 
Accordingly, both confidential data and redundancy check data can be stored on the ROM, whereby 
the area per bit can be made smaller than that of Hartung. 
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Each of claims 1 ard 5 also embody a ROM that stores plural confidential data thereon 
address by address which V cannot be read out from the integrated circuit In direct contrast, 
Katsuya discloses external n^ut data is read out from the input port 5, and the key data is also 
read, so that the external in! dt data and the key data #1 are compared (see col. 4, lines 1 5-18). 



Moreover, all contents of tfle 
out data is transferred or w 



limitations must be 



: ROM 4 including the user program area are read out, and the read- 
itien to the output port 6 (see coL 4, lines 34-37). Turning to 
Hartung, the CRCG 50 send i Ihe accumulated CRC 22 via bus 63 to bus 13 for recording in data 
storage unit 10 (see coL 6, 1 les 61-64). 

According to the pn seit invention, confidential data and redundancy check data can be 
stored on the ROM which c ni lot be read from outside of the integrated circuit, whereby the data 
security level can be made t g ler than that of Katsuya and Hartung. 

In view of the foreg< tog, it is respectfully submitted that none of the cited prior art, alone or 
in combination, disclose or ; iggest the claimed combination of features recited in claims 1 and 5. 
The Examiner is directed tc MPEP § 2143.03 under the section entitled "All Claim Limitations 
Must Be Taught or Suggesl ;d n , which sets forth the applicable standard for establishing 
obviousness under § 103: 

To establish prima j xcie obviousness of a claimed invention, all the claim 



an ght or suggested by the prior art. (citing In re Royka, 1 80 



USPQ 580 (CCPA 974)). 
In the instant case, the pend n ; rejections do not "establish prima facie obviousness of [the] 
claimed invention" as recite 1 in claims 1 and S because the proposed combinations fail the "all the 
claim limitations" standard equired under § 103. 
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foregc ng : 



Based on the 
over the cited prior art. 
US.C § 103 be withdraw! 



it i$ respectfully submitted that all pending claims are patentable 
Acloirdingly, it is respectfully requested that the rejections under 35 



>r 



is lies 



Having 
all claims are in condition 
there are any outstanding 
amendment, the Examiner 
shown below. 

To the extent necesifijy, 
hereby made. Please charg 
including extension of time 
such deposit account. 



CONCLUSION 

fully resporipejd to all matters raised in the Office Action, Applicants submit that 
allowance, an indication for which is respectfully solicited. If 
that might be resolved by an interview or an Examiner's 
i Requested to call Applicants' attorney at the telephone number 



600 13 th Street, N.W. 
Washington, DC 20005-3*6 
Phone: 202.756.8000 RMlflnien 
Facsimile: 202.756.8087 
Date: October 3, 2005 

WDC991142IOS-l.060l88.0075 



, a petition for an extension of time under 37 C.F.R. 1, 136 is 
dny shortage in fees due in connection with the filing of this paper, 
fees, to Deposit Account 50041 7 and please credit any excess fees to 



Respectfully submitted, 
McDEB ^OTT^ qLL 





ERY LLP 



Ramyar M. Farid 
Registration No. 46,692 

Please recognize our Customer No- 20277 
as our correspondence address. 
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Docket No.: 060188-0( 7!> 



McDermott Will Emery 



IN THE UNIT LP STATES PATENT AND TRADEMARK OFFICE 



In re Application of 
Makoto FUJIWARA 
Application No.: 09/86 
Filed: May 31, 2001 



Mail Stop Amendment 
Commissioner for Pateiits 
P.O. Box 1450 
Alexandria, VA 223131450 



Sir: 



In reviewing the fi 



OCT f pA«r 



,766 



Customer Number: 20277 
Confirmation Number: 5700 
Group Art Unit: 2134 
Examiner: Poltorak, Piotr 



For: SEMICONDUCTI INTEGRATED CIRCUIT AND METHOD OF TESTING 
SEMICONDUCT )R INTEGRATED CIRCUIT 



REQUEST F| )R ACKNOWLEDGEMENT OF THE CITED ART 



e, it is noted that we have not received acknowledgement of 
the Information Discloslrc Statement and cited art U.S. Patent No. 6,006,354 and U.S, 
Patent No. 4,905,142, fi ed May 3 1 , 2001 . Enclosed are copies of the Information 
Disclosure Statement, fj XM449 and stamped return postcard acknowledgement. 
Applicant herebj respectfully requests that: 



(1) the appro jiiately acknowledged PTO-I449 be furnished to Applicant; and 

(2) the recort be clarified to confirm that the cited art has been considered and 
made of record 

Respectfully submitted, 



EMERY LLP 



600 13 th Street, N.W. 
Washington, DC 2000fl3t)96 
Phone: 202.756.8000 Kl v^F:men 
Facsimile: 202756.808 ' 
Date: October 3, 2005 




Registration No. 46,692 

Please recognize our Customer No* 20277 

as our correspondence address. 
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Appkant Mafcpto FUJIWARA 



TWe/ManY. 
Date Sent 
H Transmittal letter 



SEMICONDUCTOR INTEGRATED Oil 
TESTWG SEMICONDUCTOR tNTEGI 



May 31, 2001 



13 Hand Carried 

H UUtfty □ oes 



Docket No. 60188-075 



UIT AND METHOD OF 

:D CIRCUIT 



New Patent App 

Other 

12 pages of Specification 



pages of Claims 
pages of Abstract 
pages of Formal/Informal Drawj§33- 



□ 
□ 
□ 
□ 
□ 
□ 
□ 



Information Disclosure Statement 

J Form PT0 1449 

2 copies of dted references 



Preiminary Amendment 
Response to Missing Parts Notice 
Certified Copy of Priority Doc 
Claim for Convention Priority 
Verified Statement of Small Entity Status 
Transmittal or Issue Fee; Form PTO 6|b 

Maintenance Fee tor years aflergranl 

Notice or Appeal □ Appeal Bi f 

Recordation of Patent Tredemafc 

Response/Amendment to Office Action ol 
Other 



□ Fax 

□ Com. 



Serial/Reg JPatent No. 
□ Electronic □ Cert of Mailing 



NOT YET ASSIGNED 



□ Express Ma* No. 



□ C1P 



□ D'rv. □ PCT □ CPA □ RCE □ Prov 

□ TrademarWServtee MarWInient-To-Use Application 

□ Amendment to Allege Usa □ Statement of Use 

□ Fom^nfoTmaVSubsiitute Drawing Sheet 

(no. ol) SutBtitutfi/Spedmens 

□ Continued Use Affldavil/Dadaralton (Section 8 & 
Q No tka of OpposlUon/Answer to 

□ Ex Parte Appeal 

□ Pefton for Cancellation/Answer To 

□ Renewal of Reg. No. 



□ 
□ 
□ 
□ 



Combined Decteratiofl/Pcwe/ of Attorney 
Letter of Protest 

Request tor -day/month Extension of Time 

Request for Non-Pufclical!on 




Assignments/Security Agreements/ 
□ Petition to Commissioner for 



CnecXferS 



^ Charge Deposit Ac 1 L do04l7 $ I 0 



Atty Inil. 



MEF 



TVpr.# 



3328 



Secv.orPLtnlt. I vkg 



CMS Dewrtp.: 



THE PATENT AND TRADEMARK OFFICE DATE STAMPED 



REQN tS ACKNOWLEDGEMENT THAT THE ITHMS. CHECKED ABOVE. WERE RECEIVED BY THE FTP ON THE DATE STAMPED^ 
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Docket No.: 60188-075 

in the unfr 

In re Application of 
Makoto FUJIWARA 
Serial No.: 
Filed: May 31, 2001 



PATENT 



ED STATES PATENT AND TRADEMARK OFFICE 



Group Art Unit: 
Examiner: 



For: SEMICONDUC1 5R INTEGRATED CIRCUIT AND METHOD OF TESTING 
SEMICONDUCT )R INTEGRATED CIRCUIT 



Commissioner for Patent! 
Washington, DC 20231 



INFORMATION DISCLOSURE STATEMENT 



Dear Sir: 

In accordance wit [ jhe provisions of 37 C.F.R. 1.56, 1.97 and 1.98, the attention of the 
Patent and Trademark Off ^ is hereby directed to the documents listed on the attached form PTO- 
1449. It is respectfully rec Rested that the documents be expressly considered during the prosecution 
of this application, and tjiai the documents be made of record therein and appear among tfie 
"References Cited" on any >atent to issue therefrom. 

This Information I istlosure Statement is being filed within three months of the U.S. filing 
date OR before the mailing jdjte of a first Office Action on the merits. 



WDC99 442022. 1 ,0438900010 
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No certification < kee is required 



600 13 th Street, N.W. 
Washington, DC 20005 
(202)756-8000 MEF:ykj| 
Date: May 31, 2001 
Facsimile: (202)756 



1096 



-80SI7 



Respectfully submitted, 
MCDERMOTT, WILL & EMERY 




Michaebfi. Fbgarty 
Registi^tiafi No. 36,139 



WDC99 442022-1 .043890.0010 
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